§5.12

Trademarks referred to in paragraphs
(a) or (b) of this section, or on an in-
vention not made in the United States,
the export regulations contained in 22
CFR parts 120 through 130 (Inter-
national Traffic in Arms Regulations
of the Department of State), 15 CFR
parts 768-799 (Export Administration
Regulations of the Department of Com-
merce) and 10 CFR part 810 (Assistance
to Foreign Atomic Energy Activities
Regulations of the Department of En-
ergy) must be complied with unless a
license is not required because a United
States application was on file at the
time of export for at least six months
without a secrecy order under §5.2
being placed thereon. The term ‘‘ex-
ported” means export as it is defined in
22 CFR part 120, 15 CFR part 779 and ac-
tivities covered by 10 CFR part 810.

(d) If a secrecy order has been issued
under §5.2, an application cannot be ex-
ported to, or filed in, a foreign country
(including an international agency in a
foreign country), except in accordance
with §5.5.

(e) No license pursuant to paragraph
(a) of this section is required:

(1) If the invention was not made in
the United States, or

(2) If the corresponding United States
application is not subject to a secrecy
order under §5.2, and was filed at least
six months prior to the date on which
the application is filed in a foreign
country, or

(3) For subsequent modifications,
amendments and supplements con-
taining additional subject matter to, or
divisions of, a foreign patent applica-
tion if:

(i) A license is not, or was not, re-
quired under paragraph (e)(2) of this
section for the foreign patent applica-
tion;

(ii) The corresponding United States
application was not required to be
made available for inspection under 35
U.S.C. 181; and

(iii) Such modifications, amend-
ments, and supplements do not, or did
not, change the general nature of the
invention in a manner which would re-
quire any corresponding United States
application to be or have been avail-
able for inspection under 35 U.S.C. 181.

(f) A license pursuant to paragraph
(a) of this section can be revoked at
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any time upon written notification by
the Patent and Trademark Office. An
authorization to file a foreign patent
application resulting from the passage
of six months from the date of filing of
a United States patent application may
be revoked by the imposition of a se-
crecy order.

[49 FR 13461, Apr. 4, 1984, as amended at 56
FR 1928, Jan. 18, 1991; 62 FR 53204, Oct. 10,
1997]
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(a) Filing of an application for patent
for inventions made in the United
States will be considered to include a
petition for license under 35 U.S.C. 184
for the subject matter of the applica-
tion. The filing receipt will indicate if
a license is granted. If the initial auto-
matic petition is not granted, a subse-
quent petition may be filed under para-
graph (b) of this section.

(b) A petition for license must in-
clude the fee set forth in §1.17(h) of this
chapter, the petitioner’s address, and
full instructions for delivery of the re-
quested license when it is to be deliv-
ered to other than the petitioner. The
petition should be presented in letter
form.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2714, Jan. 20, 1983, as amended at 49
FR 13462, Apr. 4, 1984; 62 FR 53204, Oct. 10,
1997; 65 FR 54683, Sept. 8, 2000]

Petition for license.

§5.13 Petition for license;
responding application.

If no corresponding national or inter-
national application has been filed in
the United States, the petition for li-
cense under §5.12(b) must also be ac-
companied by a legible copy of the ma-
terial upon which a license is desired.
This copy will be retained as a measure
of the license granted.

[62 FR 53204, Oct. 10, 1997]

§5.14 Petition for license;
responding U.S. application.

(a) When there is a corresponding
United States application on file, a pe-
tition for license under §5.12(b) must
also identify this application by appli-
cation number, filing date, inventor,
and title, but a copy of the material
upon which the license is desired is not
required. The subject matter licensed
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will be measured by the disclosure of
the United States application.

(b) Two or more United States appli-
cations should not be referred to in the
same petition for license unless they
are to be combined in the foreign or
international application, in which
event the petition should so state and
the identification of each United
States application should be in sepa-
rate paragraphs.

(c) When the application to be filed
or exported abroad contains matter not
disclosed in the United States applica-
tion or applications, including the case
where the combining of two or more
United States applications introduces
subject matter not disclosed in any of
them, a copy of the application as it is
to be filed in the foreign country or
international application which is to
be transmitted to a foreign inter-
national or national agency for filing
in the Receiving Office, must be fur-
nished with the petition. If however,
all new matter in the foreign or inter-
national application to be filed is read-
ily identifiable, the new matter may be
submitted in detail and the remainder
by reference to the pertinent United
States application or applications.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20471, May 11, 1978, as amended at 49
FR 13462, Apr. 4, 1984; 62 FR 53204, Oct. 10,
1997]

§5.15 Scope of license.

(a) Applications or other materials
reviewed pursuant to §§5.12 through
5.14, which were not required to be
made available for inspection by de-
fense agencies under 35 U.S.C. 181, will
be eligible for a license of the scope
provided in this paragraph. This license
permits subsequent modifications,
amendments, and supplements con-
taining additional subject matter to, or
divisions of, a foreign patent applica-
tion, if such changes to the application
do not alter the general nature of the
invention in a manner which would re-
quire the United States application to
have been made available for inspec-
tion under 35 U.S.C. 181. Grant of this
license authorizing the export and fil-
ing of an application in a foreign coun-
try or the transmitting of an inter-
national application to any foreign
patent agency or international patent
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agency when the subject matter of the
foreign or international application
corresponds to that of the domestic ap-
plication. This license includes author-
ity:

(1) To export and file all duplicate
and formal application papers in for-
eign countries or with international
agencies;

(2) To make amendments, modifica-
tions, and supplements, including divi-
sions, changes or supporting matter
consisting of the illustration, exem-
plification, comparison, or explanation
of subject matter disclosed in the ap-
plication; and

(3) To take any action in the prosecu-
tion of the foreign or international ap-
plication provided that the adding of
subject matter or taking of any action
under paragraphs (a)(l) or (2) of this
section does not change the general na-
ture of the invention disclosed in the
application in a manner which would
require such application to have been
made available for inspection under 35
U.S.C. 181 by including technical data
pertaining to:

(i) Defense services or articles des-
ignated in the United States Munitions
List applicable at the time of foreign
filing, the unlicensed exportation of
which is prohibited pursuant to the
Arms Export Control Act, as amended,
and 22 CFR parts 121 through 130; or

(i1) Restricted Data, sensitive nuclear
technology or technology useful in the
production or utilization of special nu-
clear material or atomic energy, dis-
semination of which is subject to re-
strictions of the Atomic Energy Act of
1954, as amended, and the Nuclear Non-
Proliferation Act of 1978, as imple-
mented by the regulations for Unclassi-
fied Activities in Foreign Atomic En-
ergy Programs, 10 CFR part 810, in ef-
fect at the time of foreign filing.

(b) Applications or other materials
which were required to be made avail-
able for inspection under 35 U.S.C. 181
will be eligible for a license of the
scope provided in this paragraph. Grant
of this license authorizes the export
and filing of an application in a foreign
country or the transmitting of an
international application to any for-
eign patent agency or international
patent agency. Further, this license in-
cludes authority to export and file all
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